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Bef ore Hohein, Wendel and Bottorff, Adm nistrative
Trademar k Judges.

Opi ni on by Wendel, Adm nistrative Trademark Judge:

Formek, Inc. has filed an application to register the
mar k FORMTEK ORI ON for “conputer software for enterprise
i nformati on managenent enabling users across an entire
enterprise to store, access, distribute, and nmanage al
types of information.”?!

Regi stration of applicant’s mark has been finally

refused under Section 2(d) of the Trademark Act, 15 U. S. C

! Serial No. 75/310,027, filed June 16, 1997, claimng a first
use date and a first use in commerce date of Cctober 31, 1996.
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§ 1052(d), on the ground of likelihood of confusion with
the mark depicted bel ow, which is registered for “conputer

software in the field of database managenent.”?

The refusal has been appeal ed and both applicant and the
Exam ning Attorney have filed briefs. An oral hearing was
not requested.

We nmake our determ nation of |ikelihood of confusion
on the basis of those of the du Pont factors® which are
rel evant under the circunstances at hand. Two key
considerations in our analysis are the simlarity or
dissimlarity of the respective marks and the simlarity or
dissimlarity of the goods in connection with which the
mar ks are being used. See In re Azteca Restaurant
Enterprises, Inc., 50 USPQd 1209 (TTAB 1999) and the cases
cited therein

| nsof ar as the marks are concerned, the Exam ning
Attorney argues that this is a situation in which the

general rule that the addition of a house mark to one of

? Regi stration No. 1,671,609, issued January 14, 1992.
®Inre E |. du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).
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two ot herwi se confusingly simlar marks cannot avoid a
i kelihood of confusion is applicable. Here, he asserts,
applicant is using FORMIEK as a house mark in conjunction
with the product mark ORION. He argues that the term ORI ON
is the dom nant portion of registrant’s product mark and
that the term ORION is arbitrary, and thus of a relatively
hi gh degree of tradenmark significance, when used in
connection with software goods. He takes the position that
applicant “cannot justify its confusing use of a senior
user’s mark by sinply tacking on its own house nmark.”
Applicant, on the other hand, contends that when the
mar ks are considered in their entireties, there are clear
di fferences in appearance and sound. Although
acknow edging that the term ORION has the sanme connotation
in both marks, applicant argues that the overall commerci al
i npressions created by the narks are different. Applicant
asserts that the cited mark is only a product mark, whereas
applicant’s mark is a conbination of a product mark and its
house mark FORMIEK, the significance of which would be

readi |y apparent.?

* As noted by the Examining Attorney, applicant is the owner of
Regi stration No. 1,863,587 for the mark FORMIEK for “conputer
prograns for database nanagenent.”
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As for the general rule with respect to the addition
of a house mark to anot her mark, applicant points out that
there are exceptions to the rule and argues that the
excepti on made when there are recogni zabl e differences
bet ween the marks shoul d be applicable here. In addition,
applicant notes the results of an on-line tradenmark search
which it has made of record in which thirty-seven “hits”
were obtained in the U S Federal database for marks
containing the term ORION, either alone or in conbination
wi th other synbols, for use in connection with conputer
software. Applicant contends that these results
denonstrate that registrant’s mark is “weak” and that, as a
result, applicant’s addition of a house mark to the termis
sufficient to negate the likelihood of confusion.

As a general rule, the addition of a house mark to one
of two otherwi se confusingly simlar marks will not serve
to avoid a likelihood of confusion. See In re Appare
Ventures, Inc., 229 USPQ 225 (TTAB 1986); In re Christian
Dior, S. A, 225 USPQ 533 (TTAB 1985); In re C. F. Hathaway
Co., 190 USPQ 343 (TTAB 1976). In fact, the addition may
actual ly be an aggravation of the likelihood of confusion,
rather than a distinguishing factor. Exceptions are nmade
to this general rule, however, if (1) there are sone

recogni zabl e differences in the conflicting product narks,



Ser No. 75/310, 027

or if (2) the product marks are nerely descriptive or

hi ghly suggestive or play upon commonly used or registered
ternms, so that the addition of the house mark may be
sufficient to render the marks as a whol e di stingui shabl e.
See Inre Christian Dior, S. A, supra, and the case cited
t herein.

Here the product marks in question are registrant’s
mar k ORI ON and acconpanyi ng star design and applicant’s
mark ORION. We agree with the Exam ning Attorney that it
is the word portion ORI ON which dom nates registrant’s mark
and which would be nore likely to be renenbered and relied
upon by purchasers in referring to the goods. Thus, it is
the word portion ORION which will be accorded nore wei ght
in determning the simlarity of the marks. See In re
Appetito Provisions Co., 3 USPQ2d 1553 (TTAB 1987).

As such, we find the conflicting product narks to be
wi t hout recogni zabl e differences. Although applicant
strongly contends that there are such differences, its
argunments appear to be based on the additional presence of
the house mark in its conposite mark. The conparison
however, nust be made between the product marks alone. The
only difference is the star design is registrant’s mark,
which we find of mnimal significance in the overal

commercial inpression created by the mark. Furthernore, as
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poi nted out by the Exam ning Attorney, since applicant’s
mark is in typed form applicant is free to adopt any
reasonabl e display of its mark, including one identical to
that of registrant’s.®> Accordingly, the first exception is
not applicable here.

Turning to the second exception, applicant has nade no
argunent that the term ORION is either nmerely descriptive
or highly suggestive when used in connection with software
products such as those involved here, nor would it appear
that such an argunent could be plausibly made. |nstead,
applicant argues that the registered mark is “weak,” in
view of the evidence which it has submtted which it clains
shows third-party use of marks conprised of or containing
the term ORION for software products.

In the first place, the nere existence of third-party
registrations is not evidence of use of the marks or that
custoners are famliar with them See AMF Inc. v. Anerican
Lei sure Products, Inc., 474 F.2d 403, 177 USPQ 268 ( CCPA
1973); In re Duofold, Inc., 184 USPQ 638 (TTAB 1974).

Mor eover, upon a review of the search report from August
1998, we note that of the thirty-seven “hits” for federal

regi strations and applications, only nine were active

> W note that on the specinens of record applicant uses a star
design in connection with its house mark.
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registrations at that time.® The marks, which covered not
only ORI ON al one but also ORION in connection with other
words or designs, were registered for use with a variety of
sof tware products, many for highly specialized fields. On
the whole, we find this evidence totally inadequate to
establish that the term ORION is a “weak” mark when used in
connection with the type of data and enterprise information
managenent software which is involved here. Applicant has
failed to show the product mark ORION is so commonly used
or registered in the relevant field that the addition of
its house mark would be sufficient to render the marks as a
whol e di stingui shable. Thus, the second exception is al so
not applicable here.

Accordingly, we find the general rule controlling in
the present situation, i.e., applicant’s addition of its
house mark FORMIEK to the product mark ORION i s not
sufficient to avoid a likelihood of confusion, when the
mar ks are used on rel ated software products.

I n determ ni ng whet her such a relationship exists
bet ween the software products involved here, we are gui ded
by the general principle that it is not necessary that the

goods of an applicant and registrant be simlar or even

® Upon checking Office records we find that certain of these nine
regi strations are now cancel |l ed.



Ser No. 75/310, 027

conpetitive in order to support a holding of a |ikelihood
of confusion. It is sufficient if the respective goods are
related in sonme manner and/or that the conditions
surroundi ng their marketing are such that they woul d be
encountered by the sane persons under circunstances that
coul d, because of the simlarity of the marks used
therewith, give rise to the m staken belief that they
emanate, or are associated with, the same source. See In
re Albert Trostel & Sons Co., 29 USPQ@2d 1783 (TTAB 1993)
and the cases cited therein.

The Exam ning Attorney maintains that applicant’s
goods are so broadly identified as “conputer software for
enterprise informati on managenent enabling users across an
entire enterprise to store, access, distribute, and manage
all types of information” as to enconpass the “database
managemnment” provi ded by registrant’s software. As support
for this conclusion, the Exam ning Attorney points to a
statenment nade by applicant’s counsel that “[a] pplicant’s
sof tware includes database managenent, but it provides

ot her features such as... (Response July 27, 1998, p
4). The Exami ning Attorney also relies upon descriptions
of the data managenent functions of applicant’s software

found in materials submtted by applicant together with

conputer dictionary definitions of “data managenent” and
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“DBMS” (“Dat aBase Managenment System)”’ as evidence that the
dat abase managenent of registrant’s software is a subset
falling within the data managenent functions of applicant’s
enterprise informati on managenment software.

Appl i cant argues that database managenent software is
software that “organi zes and provi des ready access to
information in a database” whereas applicant’s software is
an “application” software which “is used to performvarious
operations on information such as storing, accessing,
di stributing, and otherw se managi ng all ki nds of
information in an enterprise.” (Request for
Reconsi deration, p. 4). Applicant argues that although
nost application software woul d i nclude a database
management function, there is a category distinction
bet ween dat abase managenent software and application
software and that purchasers would be aware of this
di stinction.

As previously noted, the question is not whether

applicant’s software and registrant’s software are

" The definitions relied upon from The Conputer Q ossary (1998)
are:
dat a managenent (2) Software that allows for the
creation, storage, retrieval and mani pul ation of files
interactively at a termnal or personal conputer
See file manager and DBMS
DBVS (Dat aBase Managenent Systenm) Software that controls
t he organi zation, storage, retrieval, security and
integrity of data in a database.
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i dentical or even conpetitive. They need not performthe
sanme range of functions or even be classified in the sane
category. It is sinply a question of whether a viable

rel ati onship exi sts between the respective software
products such that the sanme purchasers m ght encounter both
products and such that, because of the use of confusingly
simlar marks thereon, these purchasers m ght well assune
that the products emanate fromthe sanme source. Here, we
find the evidence of record sufficient to denonstrate that
such a relationship exists between the products, regardl ess
of the fact that the database managenent function of
registrant’s software may be but a portion of the
enterprise information managenent provided by applicant’s
sof t war e.

Furthernore, since there are no restrictions in the
identification of goods in the application or registration
as to channels of trade, we nust presune that the software
of both applicant and registrant would travel in all the
normal channel s of trade for such goods and thus be
encountered by the sane purchasers. See Kangol Ltd. v.
KangaROOS U. S. A, 974 F.2d 161, 23 USPQ2d 1945 (Fed. GCir.
1992). We find it highly likely that these purchasers
woul d believe that these two software products being

of fered under the same product nanme, ORION, originate from

10
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t he sane source. Although the confusion may be of the
reverse nature, in that purchasers may assune that
applicant is the source of registrant’s ORION software, a
i keli hood of confusion exists. Applicant’s use of its
house mark in connection with the product mark ORION nerely
serves to aggravate the likelihood of confusion with
cont enpor aneous use of the ORION marks on the respective
software products. See In re Christian Dior, S A, supra.
Applicant further argues that consideration nust be
given to the fact that the purchasers of these software
products are sophisticated purchasers who woul d buy the
products only after careful consideration. Appl i cant
notes that its software is designed for |arge organi zations
and is relatively expensive, costing in the range of
$30, 000 to $200, 000.
Al t hough we agree that sophisticated purchasers are
i nvol ved here, and that the goods are far from “i npul se”
itenms, we remain of the opinion that the addition of a
house mark, in this case the designati on FORMIEK, which
applicant clainms would be readily recogni zed, would lead to
confusion on the part of these purchasers as to the source
of the respective goods. It is sophisticated purchasers
who woul d be nost likely to be famliar with applicant’s

house mark and thus to nake the m staken assunption that

11
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t he goods of registrant also emanate from or are
associ ated with, applicant.

Accordingly, upon full consideration of the rel evant
du Pont factors, we find that contenporaneous use by
applicant of its FORMIEK ORION mark and registrant of its
ORI ON and design mark for their respective software
products is likely to cause confusion.

Decision: The refusal to register under Section 2(d)

is affirned.

G D. Hohein

H R Wendel

C M Bottorff

Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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